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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

Kookan Kimoriginally took this appeal fromthe fina
rejection of claims 5 and 21 through 23, all of the clains

pending in the application.? The exam ner has since all owed

! Application for patent filed May 24, 1995.

2 Cainms 5 and 22 have been anended subsequent to final
rejection.
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claim22. Thus, the appeal as to claim?22 is hereby
di sm ssed, leaving for review the standing rejection of clains
5, 21 and 23. W reverse.

The invention relates to "a witing instrunment which has
a sanitary noistener to facilitate turning sheets of paper,
such as pages of a book" (specification, page 1). A copy of
appeal ed clainms 5, 21 and 23 appears in the appendi x to the
appel lant's brief (Paper No. 14).

The reference relied upon by the exam ner as evidence of
obvi ousness i s:

Sotos, British Patent Docunent 2,252,941 Aug. 26, 1992

Clains 5, 21 and 23 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over the British reference.

Reference is nade to the appellant's brief (Paper No. 14)
and to the exam ner's answer (Paper No. 15) for the respective
positions of the appellant and the exam ner with regard to the
nerits of this rejection.

The British reference discloses a conbi ned ball-point pen
and spray device 10. As described in the reference, the
devi ce

conpri ses an el ongated tubul ar body 12 having two
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chanbers 14, 16 separated by a transverse di scoi da
wal | 18. The first chanber 14 houses a conventiona
tubul ar ink supply 20 for a ball point 22 extending
t hrough a pointed nozzle 24 of the chanber. The
nozzle 24 will usually be covered by a conventiona
cap with clip (not shown).

The ot her chanber 16 has at its end renote from
the wall 18, in a screwed bush 19, a push button 26
whi ch operates a reciprocating punp generally
desi gnated 28. The push button 26 has a pat hway 30
fromthe chanber 16 ending in an outlet 32. 1n use
the chanber 16 will contain perfune and the action
of depressing the push button is intended to rel ease
a spray of perfune fromthe chanber 16 [page 2, line
26, through page 3, line 14].

According to the exam ner, "[t]he clains appear to be

substantially readable on the British Patent. . . . El enent
#26

is the outernost end"” (answer, pages 2 and 3).
The appel l ant, on the other hand, submts that

[I]n the invention, as set forth in claimb5,
"the actuating nmeans has a finger-engageabl e
out ernost end, and neans for conducting liquid to
said outernost end.” The British patent discloses a
conbi nation ball-point pen and spray device in which
the finger-engageabl e push-button 26 has an interna
pat hway 30 ending in an outlet on the side of the
push-button [brief, page 4].

Fromthis perspective, the appellant argues that

[t]he rejection nowhere nakes out a prinma facie
case of obviousness. Specifically, it does not show
where in the prior art there is a suggestion to
nodi fy the reference by arranging the fluid passage
so that it conducts liquid to the outernost end of

3



Appeal No. 98-1042
Application 08/449, 069

the push-button rather than to the side of the push-
button. Indeed, the nodification would frustrate
the objective of the British patent, which is to
spray a liquid. Positioning the outlet at the

out ernost end of the push-button woul d prevent
sprayi ng fromtaking place because the user's finger
woul d get in the way [brief, page 6].

I ndependent claimb5 recites a witing instrunent having a

sanitary noi stener conprising, inter alia, "an el ongated,

hol | ow body having first and second ends,"” a "punp-actuating
means . . . projecting axially beyond the second end of the
body," the actuating nmeans "bei ng manual | y depressible, toward
the first end of the holl ow body" and having "a finger-

engageabl e outernost end,” "nmeans for conducting liquid to
said outernost end,"” and "neans for allow ng noistening |iquid
to flow through said conducting neans to the user's finger
while the user's finger is in engagenent with the outernost
end of the actuating neans and depressing said actuating
nmeans. "

The appellant's position that the British reference does
not nmeet these limtations, particularly those relating to the
nmeans for conducting liquid to the outernost end of the
actuating neans, is well taken. The push button 26 and

pat hway 30 in the British device correspond, respectively, to
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the actuating means and conducting neans recited in claimb5.
As correctly pointed out by the appellant, the pathway 30
conducts liquid to the side of the push button 26, rather than
to its outernost end as required by claim5. The exam ner has
not expl ained, nor is it apparent, why one of ordinary skil

in the art would have found it obvious to nodify the British
pat hway 30 so as to have it conduct liquid to the outernpst
end of the push button 26. The exam ner's apparent position
that the entire push button 26 constitutes the outernost end
of the British actuating neans is inconsistent with any
reasonabl e attenpt to read the claimlimtations in question
on the structure disclosed by the reference.

Thus, the British reference does not teach and woul d not
have suggested the subject matter recited in claim5, or in
clainms 21 and 23 which depend therefrom Accordingly, we
shall not sustain the standing 35 U.S.C. 8 103 rejection of
t hese cl ai ns.

The decision of the exam ner is reversed.

REVERSED
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